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DETAILED ACTION 

Claims 1-40 and 42-60 are pending. 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on Augsut 
18, 2006 has been entered. 

Terminal Disclaimer 

2. The terminal disclaimer filed on August 18, 2006 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of 6,569,983 has been reviewed and is accepted. The terminal disclaimer has been 
recorded. 

Claim Interpretation 

3. The claims 1-40, 42-48 and 60 are drafted in product-by-process format. See 
MPEP 2113. It is noted that claim 15 employs open language defining the agent or 
monomer, e.g., amine-containing monomer. The amine compounds are open to more 
than the two reactive amino hydrogens claimed. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1-27 and 60 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claims now define "a molar ratio of di-, tri, 
or tetra glycidyl ethers of polyols of an amine". Said ratio was not pointed out and was 
not found in the original specification as now claimed. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-27 and 60 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

It is unclear what molar ratio applicants intend to define. It is unclear what are 
the intended materials defining said ratio since it appears the glycidyl ethers of polyols 
of an amine are defined as a reactant. 

Claims 18-26 are indefinite since it is unclear what is applicants intended 
materials since the claim requires an amine capping monomer and an amine alkylating 
agents, i.e., said amine capping monomer would no longer be an amine capping 
monomer but a polymeric amine. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-3, 5-10, 15-16,18-23, 51-53, and 60 are rejected under 35 

U.S.C. 102(b) as being anticipated by Ott et al, US 5,324,404. Ott et al (columns 9-12, 
grinding resins A1-6) disclose polymer resin compositions employing DER 732 
(polypropylene glycol diglycidyl ether from Dow Chemicals) reacted with 2,2'- 
aminoethoxyethanol (H2NCH2CH2OCH2CH2OH) and N,N-dimethylaminopropylamine 
( (CHakNCHsCHsNHs). 

Regarding claim 51, the N,N-dimethylaminopropylamine reads on the capping 
amine monomer and the alkylating agent is indistinct from the reaction products having 
complete reaction of the diglycidyl ethers or epihalohydrin capped diols since the 
product structures are indistinct and the halogen is a reaction by-product. Attention is 
further directed to claim 60(3). 

Claim 60 is included in this rejection since 2,2'-aminoethoxyethanol reads on 
claim 60, 1 )(b); when R1 is (-CH 2 -CH 2 -0-)n, n = 2 and Z1 = H. DER 732 reads on 
components 2) and 3), which are indistinct in the final product when R8 is 2-hydroxy-3- 
chloropropyl. The terminal halogens would react and expected to form the same 
reaction products as the diglycidyl ethers. Said products reactive with the free amine 
nitrogens and forming a 2-hydroxypropyl linkage. 
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10. Claims 15-16, 18-19, 26, and 60 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Starner, US 5,591,812. Starner (columns 3-4; examples and claims) 
disclose the reaction products of methylamine and polyglycidyl ethers. When the value 
of m (structure at column 3, lines 60) is greater than 1 , the intermediate compound 
defined by m = 1 has two reactive aminohydrogens and a tertiary amine. The product 
resulting from said compounds m > 1 read on the product by process polymer 
compositions. 

Starner (column 5, lines 10-22) disclose the use of alcohol as a solvent and the 
compounds are tested by reacting with an acid (column 8, lines 15-25). The products 
resulting from diglycidyl ethers read on alkylating agents as defined. Attention is 
directed to claim 60 wherein the N-alkylating agents would result in the same products 
as the diglycidyl ethers when R8 is 2-hydroxy-3-chloropropyl. 

« 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

13. Claims 6-10, 18-23, and 27-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ott et al, US 5,324,404. Ott et al (columns 9-12, grinding resins A1- 
6) disclose polymer resin compositions employing DER 732 (polypropylene glycol 
diglycidyl ether from Dow Chemicals) reacted with 2,2'-aminoethoxyethanol 
(H2NCH2CH2OCH2CH2OH) and N,N-dimethylaminopropylamine ( (CHsfcNChkChfeNhfe). 

Ott et al differs from the claims in the use of a particular polyglycidyl ether, 
complete reaction of the polyglycidyl ether to form the same reaction product of N- 
alkylating agents when the N-alkylating agents are capped with 2-hydroxy-3- 
chloropropyl, or the residual by-product chloride or bromide resulting from N-alkylating 
agents are capped with 2-hydroxy-3-chloropropyl. 

Ott et al (column 6, lines 27 et seq; particularly lines 55 and 62-65) disclose a 
number of polyglycidyl ether or polyepoxides including but not limited to those derived 
from epihalohydrins, glycerol, and polyepoxide derived from the epoxidation of olefins. 

It would have been obvious to one of ordinary skilled in the art at the time of 
applicants' invention to employ the polyglycidyl ether or polyepoxides taught in the Ott 
et al reference as an obvious functional equivalent to the DER 732 or the epoxy resins 
exemplified. 

To the extent the Ott et al reference differs in that the reaction of the polyglycidyl 
ethers are incomplete, less than 100%, or the compositions contain some residual by- 
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product halogen, the Ott et al reference teaches the use of alternative polyglycidyl 
ethers and/or polyepoxides derived from epihalohydrins. It would have been obvious to 
one of ordinary skilled in the art at the time of applicants' invention to employ the 
materials derived from epihalohydrins as an obvious functional equivalent to the 
polyglycidyl ethers and/or polyepoxides exemplified, which would have resulted in 
polymer compositions having the same or substantially the same structure. See MPEP 
2113. 

Allowable Subject Matter 

14. Claims 42-50 are allowed. 

1 5. Claims 37-40 and 54-59 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

16. Applicant's arguments filed August 18, 2006 have been fully considered but they 
are not persuasive. 

17. Applicants (pages 17-18) assert the Ott reference employs glycidyl ethers of 
polyphenol (A), polyglycidyl ether of a polyol (B) and 2-(2-aminoethoxy)ethanol as (C), 
which does not employ making polymers of (B) and (C) without the presence of (A). 
Applicants further assert the materials are taught as grinding agents for pigments rather 
than demulsifiers as now claimed. Generally, the preamble does not impart patentable 
distinction to a structurally defined polymer. 
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The use of polyphenol compounds and glycidyl ethers thereof are known in the 
demulsifier art and applicants have not shown that said materials disclosed in the Ott 
reference are distinguished based on said function as a demulsifier. 

The claims do not preclude the use of (A) in making the polymers as claimed. 
Said argument is further inconsistent with the inclusion of aromatic groups as an 
alkylating agent. 

18. Applicants (pages 19 and 20) arguments regarding Starner have not been 
deemed persuasive since the limitation applicants assert to distinguish the reference is 
indefinite. Please see the above rejections under 35 USC 112. 

19. In response to applicant's argument (pages 20 and 21 ) that the examiner's 
conclusion of obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, 
and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Each of the various components are specifically disclosed as a polymeric 

components in making the Ott polymers. The demulsifying action of the polymer results 

from the capacity to disrupt the interface of the emulsion via polymeric charge, which 

the Ott polymers contain. Applicants claims broadly define various components in a 

« 

product-by-process format. Said components are disclosed in the prior art in making 
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polymers for a separate function and have not been shown to provide for patentably 

1 

distinct polymers. 

20. Applicant's arguments with respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
I examiner should be directed to Daniel S. Metzmaier whose telephone number is (571) 

272- 1089. The examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy P. Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 
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